, 03/482.402 OWTO . 55 R APOPORT ' ' B iuziud.ioih 



13M1/0307 -j [_ EXAMINER I 

HENRY N WIXON UNGAR.S 

HALE AND DORR 

THE W1L.LARD OFFICE BUILDING I ART UNIT I PAPE R NUMBER I 

1455 PENNSYLVANIA AVENUE NW 1306 
WASHINGTON DC 20004 

DATE MAILED: OS/ 07/97 



Please find below and/or attached an Office communication concerning this application or 
proceeding. Commissioner of Patents and Trademarks 




1-fito Copy 

PTO-90C (REV. 2/961 

6U.S.GOVERNMENT PRINTINO OFFICE 1993-319-826 




UNITED STAT " , ^RTMENT OF COMMERCE 
Patent and Tr*> ..eii,«*i*fc Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, O.C. 20231 



| APPUCAT^ON NUMBER ,[ , > . F1UNQ PATE ^ 



RRST NAMEO APPLICANT 



ATTY. DOCKET NO. 



i Ij. i ii' . 



li!* W.J j I. M !■•'(* Iji- M Cfc* I ( i i . ( ! 
'!'•'-> I |MN:- : iV I. .VAN*! A AVi:M..:. NU 



EXAMINER 



| ART UNIT 



PAPER NUMBER 



T 



DATE MAILED: u: : : /u 



This Is a communication from the examiner In charge of your application. 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

□^Responsive to communication (s) filed on ■& /ro/"/^ ^ '/ri^ -/'jlJty ? 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 D.C. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire ^7 m o mh( t ), o Cfejrty days^) 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response wilTcause 
the application to become abandoned. (35 U.S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 

Disposition of Claims 

QJ^6aim(s) 1 9r~ 3*^ is/are pending in the application. 

Of the above, claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

□ Claim(s) is/are rejected. 

□ Claim(s) _Js/are objected to. 

Q* Ciaim(s) / f ^- f5" ^- 3^7 are subject to restriction or election requirement. 

Application Papers 

D See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

O The drawing(s) filed on Is/are objected to by the Examiner. 

Q The proposed drawing correction, filed on is Q approved Q disapproved. 

O The specification is objected to by the Examiner. 

Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9 (a) -(d). 

□ All □ Some* Q None of the CERTIFIED copies of the priority documents have been 
□ received. 

n received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 
*Certified copies not received: 



CI Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 

Attachments 
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1. The Response to the Restriction Requirement filed July 18, 1997 (Paper 
No. 7) in response to the Office Action of June 10, 1997 (Paper No. 6) is 
acknowledged and has been entered. 

2. Applicant's election with traverse of Group I, claims 11-15 in Paper No 7 
is acknowledged. The traversal is on the ground(s) that the instant divisional 
application corresponds to Group IV of the four-way Restriction Requirement 
issued in the parent application and that the instant application claims the benefit 
under 35 USC 120 of prior applications dating to 31 July 1989 and that the 
Office is prohibited pursuant to 37 1.129(b)(1) from maintaining the requirement 
for restriction of the instant application. The argument has been noted but has 
not been found persuasive because the restriction requirement of the instant 
application is not identical to that of the parent application, therefore, this 
application is subject to the transitional restriction provisions of Public Law 103- 
465 as follows: 

3. This application is subject to the transitional restriction provisions of 
Public La 103-465, which became effective on June 8, 1995, because: 

1. the application was filed on or before June 8, 1995, and has an 
effective U.S. filing date of June 8, 1992, or earlier; 

2. a requirement for restriction was not made in the present or a parent 
application prior to April 8, 1995; and 

3. the examiner was not prevented from making a requirement for 
restriction in the present or a parent application prior to April 8, 1995, due to 
actions by the applicant. 

The transitional restriction provisions permit applicant to have more than 
one independent and distinct invention examined in the same application by 
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paying a fee for each invention in exo** „r 

cmion in excess of one by paying a fee for each 
invention in excess of one 8 3Ch 

0-..H7.O0. ,5,„„ ; m„ T ' , T °° M 

• . J . y ' yy5 * The fin al rules at 37 CRF I I7<c\ 

include the fee amount required to be paid for each additin , 

forth in th* f„n ■ additional invention as set 

rorth in the following requirement for restriction w * 

fnr tu<* 'esmcnon. See the current fee schedule 

for the proper amount of the fee. scneauie 

Applicant must either m elert th a ; 

- distinct invention in excess ^ J,™ ^ * ~ -P— 
"nder 37 CFR ,, 29(b) ^ ^ « < 2 > * • P— 
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C-P '• C.. ims „.„ are drawn , 0 , ^ 

^ Per ° XidaSe "** iS ~~ - • « a 

1 and Class 435 subclass 320. 1. 
G-PI, C.ain.37 is drawn to a DNA sequence encoding a peptide 

iLT inVent, ° nS " ^ ^ ^ * — b — Mowing 

<»ve„tio„s , and „ as disc.osed are chancy distinct, unrated in 
— . »d fi.nc.ion, used i„ different metho(fs ^ ^ ^ ^ 
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Art Unit: 1806 
inventions. 

6. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

7. Applicant is advised that the response to this requirement to be complete 
must include an election of the invention to be examined even though the 
requirement be traversed. 

8. Upon review of the application, the Notice to Comply with the Sequence 
Rules is withdrawn. 

9. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Susan Ungar, PhD whose telephone 
number is (703) 308-305-2181. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lila Feisee, can be reached at (703) 308-2731. The fax 
phone number for this Art Unit is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 
308-0196. 



Susan Ungar 
August 6, 1997 





